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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 12 February 2007 . 
2a)D This action is FINAL.- 2b)[3 This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-21 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Claims 1-21 are pending in the present application. . In response to Applicants remarks, all previous 
presented rejections of the claims are hereby withdrawn as to being moot. See new office action 
below: 

Claim Rejections - 35 USC 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter or any new and useful improvement thereof, may obtain a patent 
therefore, subject to the conditions and requirements of this title. 

Claims 15-21 are rejected under 35 U.S.C. 101 because the claims are directed to a non- 
statutory subject matter, specifically, the claims are not directed towards the final result that is 
"useful, tangible and concrete. 

See State Street . 149 F.3d at 1373-74 USPQ2d at 1601-02 and Alappat . 33 F.3d at 1544, 
31 USPQ2d at 1557). The decisions state to be eligible for patent protection, the claimed 
invention as a whole must accomplish a practical application. A claim limited to a machine or 
manufacture, which has a practical application, is statutory. Ala ppat 33 F.3d at 1544, 31 
USPQ2d at 1557). That is, it must produce a "useful, concrete and tangible result". The 
purpose of this requirement is to limit patent protection to inventions that possess a certain level 
of "real world" value as opposed to subject matter that represents nothing more than an idea or 
concept, or is simply a starting point for future investigation or research (Brenner v. Manson , 383 
U.S. 519, 528-36, 148 USPQ 689, 693-96 (1966); In re Fisher , 421 F.3d 1365, 76 USPQ 2d 1255 
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(Fed. Cir. 2005); In re Ziegler , 992 F.2d 1197, 1200-03, 26 USPQ 2d 1600, 1603-06(Fed. 
Cir.1993). 

Examiner asserts that when nonfunctional descriptive material is recorded on some 
computer readable medium, in a computer or electromagnetic .... Signals or wireless link, the 
claims are not statutory because there is no requisite functionality present to satisfy the practical 
application. Merely claiming non functional descriptive material, i.e. abstract ideas, stored in a 
computer readable medium, in a computer, on an electromagnetic . . . signal does not make it 
statutory. See Diehr , 450 U.S. at 185-186, 209 USPQ at 8. 

Claims 15-21 are not limited to tangible embodiments. In view of Applicant's disclosure, 
specification page [0021], the medium is not limited to tangible embodiments, instead being 
defined as including both tangible embodiments (e.g., [ROM ]) and intangible embodiments 
(e.g., [electromagnetic signals or wireless link ]). As such, the claim is not limited to statutory 
subject matter and is therefore non-statutory. 

To overcome this type of 101 rejection the claims need to be amended to include only the 
physical computer media and not a transmission media or other intangible or non-functional 
media. For the specification at the bottom, carrier medium and transmission media would be not 
statutory but storage media would be statutory. 

Examiner recommends Applicant to amend the claims without adding any new matter to 
the originally filed specification. 
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Claim Rejections - 35 USC S 102 



Claims 1-21 are rejected under 35 U.S.C. 102(e) as being anticipated by Borthakur et al. 
(US Publication No. 200501 144406 Al and Borthakur hereinafter). 

The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1 .132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Claims 1-21 are provisionally rejected under 35 U.S.C. 102(e) as being anticipated by 
copending Application No. 10/723,729 which has a common inventors with the instant 
application. Based upon the earlier effective U.S. filing date of the copending application, it 
would constitute prior art under 35 U.S.C. 102(e), if published under 35 U.S.C. 122(b) or 
patented. This provisional rejection under 35 U.S.C. 102(e) is based upon a presumption of 
future publication or patenting of the copending application. 10/723,729. 

This provisional rejection under 35 U.S.C. 102(e) might be overcome either by a showing 
under 37 CFR 1,132 that any invention disclosed but not claimed in the copending application 
was derived from the inventor of this application and is thus not the invention "by another," or 
by an appropriate showing under 37 CFR 1.131. This rejection may not be overcome by the 
filing of a terminal disclaimer. See In re Bartfeld, 925 F.2d 1450, 17 USPQ2d 1885 (Fed. Cir. 
1991). 
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Regarding Claims 1,8, and 15 Borthakur teaches a storage device configured to store a 
plurality of files, (abstract), a host device [0023] configured to implement [0024] a file system 
wherein the file system is configured to manage access [0007] to said storage device and to store 
file system content on said storage device[0024], wherein said file system comprises a 
programming-language-independent interface (i.e. SCSI and ATAPI interfaces) [0034] through 
which an application is configured to access said file system content [0024] [0034] . 

Regarding Claims 2,9, and 16, Borthakur teaches wherein said file sytem content 
comprises file data stored in one or more of said plurality of files [0007][0034][0038]. 

Regarding Claims 310, and 17, Borthakur teaches wherein said file system content 
comprises metadata stored in a named stream corresponding to a given file [0082][0048]0034]. 

Regarding Claims 4,11, and 1 8 Borthakur teaches . . . metadata is stored in XML format 

[0061]. 

Regarding Claims 5,12, and 19 Borthakur teaches detect a virtual file identity 
corresponding to a given file [0043] [0045] [0046]; select at least a portion of said file system 
content dependent on said virtual file identity [0089] [0078]; and return said selected file content 
(i.e. retrieve records) [0095]. 

Regarding Claims 6,13, and 20 Borthakur teaches virtual file identity is formed by 
embedding a command token within a file identity corresponding to said given file [0045]. 

Regarding Claims 7,14, and 21 Borthakur teaches wherein said virtual file identity is 
formed by prepending a virtual directory to a file identity corresponding to a given file (i.e. 
,, fllename.txt ,, ) [0040]. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
. application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In reLongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1-21 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-22 of copending Application No. 
10/951,511. 

Claims 1-21 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-22 of copending Application No. 
10/869,723. 

Although the conflicting claims are not identical, they are not patentably distinct from 
each other because they are substantially similar in scope and they use the same limitations, 
using varying terminology. 

"A later patent claim is not patentably distinct from an earlier patent claim if the later 



claim is obvious over, or anticipated by, the earlier claim. In re Longi, 759 F.2d at 896, 225 
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USPQ at 651 (affirming a holding of obviousness-type double patenting because the claims at 
issue were obvious over claims in four prior art patents); In re Berg, 140 F.3d at 1437, 46 
USPQ2d at 1233 (Fed. Cir. 1998) (affirming a holding of obviousness-type double patenting 
where a patent application claim to a genus is anticipated by a patent claim to a species within 
that genus). " ELI LILLY AND COMPANY v BARR LABORATORIES, INC., United States 
Court of Appeals for the Federal Circuit, ON PETITION FOR REHEARING EN BANC 
(DECIDED: May 30, 2001). 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Comments 

The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the 
corresponding amount of the fee. In no case may an applicant reply outside the SIX (6) MONTH 
statutory period or obtain an extension for more than FIVE (5) MONTHS beyond the date for 
reply set forth in an Office action. A fully responsive reply must be timely filed to avoid 
abandonment of this application. 

Other Prior Art Made of Record 
. The prior art made of record and not relied upon is considered pertinent to Applicant's 
disclosure. U.S. patents and U.S. patent application publications will not be supplied with Office 
actions. Examiners advises the Applicant that the cited U.S. patents and patent application 
publications are available for download via the Office's PAIR. As an alternate source, all U.S. 
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patents and patent application publications are available on the USPTO web site 
( www.uspto.gov ), from the Office of Public Records and from commercial sources. For the use 
of the Office's PAIR system, Applicants may refer to the Electronic Business Center (EBC) at 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Diane D. Mizrahi whose telephone number is 571-272-4079. The 
examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Gaffin can be reached on (571) 272-4146. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-9306 for regular 
communications and (703) 305-3900 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be direc ted to the receptionist whose telephone number is (703) 305-3900. 



http://www.uspto.gov/ebc/index.html or 1-866-217-9197. 



Conclusion 




Diane Mizrahi 



Primary Patent Examiner 
diane.mizrah@uspto.gov 
Technology Center 2100 



May 3, 2007 



